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in the international application that 
pertain to each designated Contracting 
Party; 

(9) The certification fee required by 
§ 7.6; 

(10) If the application is filed through 
TEAS, the international application 
fees for all classes, and the fees for all 
designated Contracting Parties identi-
fied in the international application 
(see § 7.7); 

(11) A statement that the applicant is 
entitled to file an international appli-
cation in the Office, specifying that ap-
plicant: is a national of the United 
States; has a domicile in the United 
States; or has a real and effective in-
dustrial or commercial establishment 
in the United States. Where an appli-
cant’s address is not in the United 
States, the applicant must provide the 
address of its U.S. domicile or estab-
lishment; and 

(12) If the international application is 
filed through TEAS, an e-mail address 
for receipt of correspondence from the 
Office. 

(b) For requirements for certifi-
cation, see § 7.13. 

[68 FR 55769, Sept. 26, 2003, as amended at 69 
FR 57185, Sept. 24, 2004; 73 FR 67775, Nov. 17, 
2008] 

§ 7.12 Claim of color. 
(a) If color is claimed as a feature of 

the mark in the basic application and/ 
or registration, the international appli-
cation must include a statement that 
color is claimed as a feature of the 
mark and set forth the same name(s) of 
the color(s) claimed in the basic appli-
cation and/or registration. 

(b) If color is not claimed as a feature 
of the mark in the basic application 
and/or registration, color may not be 
claimed as a feature of the mark in the 
international application. 

§ 7.13 Certification of international ap-
plication. 

(a) When an international application 
contains all the elements set forth in 
§ 7.11(a), the Office will certify to the 
International Bureau that the informa-
tion contained in the international ap-
plication corresponds to the informa-
tion contained in the basic applica-
tion(s) and/or basic registration(s) at 
the time of certification, and will then 

forward the international application 
to the International Bureau. 

(b) When an international application 
does not meet the requirements of 
§ 7.11(a), the Office will not certify or 
forward the international application. 
If the international applicant paid the 
international application fees (see § 7.7) 
through the Office, the Office will re-
fund the international fees. The Office 
will not refund the certification fee. 

§ 7.14 Correcting irregularities in 
international application. 

(a) Response period. Upon receipt of a 
notice of irregularities in an inter-
national application from the Inter-
national Bureau, the applicant must 
respond to the International Bureau 
within the period set forth in the no-
tice. 

(b) Classification and Identification of 
Goods and Services. Responses to Inter-
national Bureau notices of irregular-
ities in the classification or identifica-
tion of goods or services in an inter-
national application must be submitted 
through the Office for forwarding to 
the International Bureau. The Office 
will review an applicant’s response to a 
notice of irregularities in the identi-
fication of goods or services to ensure 
that the response does not identify 
goods or services that are broader than 
the scope of the goods or services in 
the basic application or registration. 

(c) Fees. If the International Bureau 
notice of irregularities requires the 
payment of fees, the fees for correcting 
irregularities in the international ap-
plication must be paid directly to the 
International Bureau. 

(d) Other Irregularities Requiring Re-
sponse from Applicant. Except for re-
sponses to irregularities mentioned in 
paragraph (b) of this section and pay-
ment of fees for correcting irregular-
ities mentioned in paragraph (c) of this 
section, all other responses may be 
submitted through the Office in accord-
ance with § 7.14(e), or filed directly at 
the International Bureau. The Office 
will forward timely responses to the 
International Bureau, but will not re-
view the responses or respond to any 
irregularities on behalf of the inter-
national applicant. 
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(e) Procedure for response. To be con-
sidered timely, a response must be re-
ceived by the International Bureau be-
fore the end of the response period set 
forth in the International Bureau’s no-
tice. Receipt in the Office does not ful-
fill this requirement. Any response 
submitted through the Office for for-
warding to the International Bureau 
should be submitted as soon as pos-
sible, but at least one month before the 
end of the response period in the Inter-
national Bureau’s notice. The Office 
will not process any response received 
in the Office after the International 
Bureau’s response deadline. 

[68 FR 55769, Sept. 26, 2003, as amended at 69 
FR 57186, Sept. 24, 2004; 73 FR 67776, Nov. 17, 
2008] 

Subpart C—Subsequent Designa-
tion Submitted Through the 
Office 

§ 7.21 Subsequent designation. 
(a) A subsequent designation may be 

filed directly with the International 
Bureau, or, if it meets the require-
ments of paragraph (b) of this section, 
submitted through the Office. 

(b) The Office will grant a date of re-
ceipt to a subsequent designation that 
is either filed through TEAS, or typed 
on the official paper form issued by the 
International Bureau. The subsequent 
designation must contain all of the fol-
lowing: 

(1) The international registration 
number; 

(2) The serial number of the U.S. ap-
plication or registration number of the 
U.S. registration that formed the basis 
of the international registration; 

(3) The name and address of the hold-
er of the international registration; 

(4) A statement that the holder is en-
titled to file a subsequent designation 
in the Office, specifying that holder: Is 
a national of the United States; has a 
domicile in the United States; or has a 
real and effective industrial or com-
mercial establishment in the United 
States. Where a holder’s address is not 
in the United States, the holder must 
provide the address of its U.S. domicile 
or establishment; 

(5) A list of goods and/or services that 
is identical to or narrower than the list 

of goods and/or services in the inter-
national registration; 

(6) A list of the designated Con-
tracting Parties. If the goods and/or 
services in the subsequent designation 
are not the same for each designated 
Contracting Party, the holder must list 
the goods and/or services covered by 
the subsequent designation that per-
tain to each designated Contracting 
Party; 

(7) The U.S. transmittal fee required 
by § 7.6; 

(8) If the subsequent designation is 
filed through TEAS, the subsequent 
designation fees (see § 7.7); and 

(9) If the subsequent designation is 
filed through TEAS, an e-mail address 
for receipt of correspondence from the 
Office. 

(c) If the subsequent designation is 
accorded a date of receipt, the Office 
will then forward the subsequent des-
ignation to the International Bureau. 

(d) If the subsequent designation fails 
to contain all the elements set forth in 
paragraph (b) of this section, the Office 
will not forward the subsequent des-
ignation to the International Bureau. 
The Office will notify the holder of the 
reason(s). If the holder paid the subse-
quent designation fees (see § 7.7) 
through the Office, the Office will re-
fund the subsequent designation fees. 
The Office will not refund the trans-
mittal fee. 

(e) Correspondence to correct any 
irregularities in a subsequent designa-
tion must be made directly with the 
International Bureau. 

[68 FR 55769, Sept. 26, 2003, as amended at 69 
FR 57186, Sept. 24, 2004] 

Subpart D—Recording Changes to 
International Registration 

§ 7.22 Recording changes to inter-
national registration. 

Except as provided in §§ 7.23 and 7.24, 
requests to record changes to an inter-
national registration must be filed 
with the International Bureau. If a re-
quest to record an assignment or re-
striction of a holder’s right of disposal 
of an international registration or the 
release of such a restriction meets the 
requirements of § 7.23 or 7.24, the Office 
will forward the request to the Inter-
national Bureau. Section 10 of the Act 
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